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REMARKS 

Applicants' agent wishes to lhank the Exan^iner for the consideration of the response to the first Office Actmn and 
for reviewing the curtcni rejections in telephone conversations on 24 October 200 L 

This response fully addresses die issues raised in the aforementioned Office Action. A detailed discussion of each 
issue is provided in llie sections that follow. 

Briefly, this response includes die following items; 

1. The paragraph beginning on page 13 at line 8 of the specification has been amended to correct a 
lypogiapliicai error by reciting "electromagnetic field responsive member" instead of "baiiicr member '. 
The incorrect wording was inadvertently retained torn a previous version of the specificaQon chat was vised 
in a parent application. 

2 Independent Claims 1. 4. and 12 have been amended to recite in their preambles that the claimed methods 
are for making Hangelcss seams without a harrier mcpb^r. in order to distinguish the subject matter sought 
to be patented from that cited in the rejection of claims under 35 U.S.C. § 103. 

3. The rejection of claims under 35 U.S.C. § 103 Ixas been traversed and argued, in light of the afo^mentioncd 

nmendments to the independent claims. 

4. Claim 13 has been amended to delete the step of removing the electremagneUc field responsive member, 
since dus step is rot necessary for the allowance of Uiis claim. 

No new matter has been added by the aforementioned amendments or arguments. 
Examiner's Response to Applicants' Arguments 

Applicants* agent wishes to thank the E.vaminer for the explanalBiy response to the applicants' arguments that 
were pn=sented in the response to the first Office Action. This written explanation, as weU as the clar.ficat.on 
provided by the Examiner in the telephone conversations on 24 October 2001. were helpful in understandmg tixe 
E..aminer-s view of tl.e relatioi^hip of the subjeet application to the cited U.S. Patent 5.662,638, which was 
granted in the great-grandparent application and which is now cited by the Examiner as prior an. 

Allowable Subject Matter 

Applicants- agent wishes to thank the Examiner for the allowance of Claim 6 and Claims 13 through 16 and for 
the statements regarding tiie reasons for their allowance. 

Amendment of Independent Claims to Exclude Barrier Member 

As noted above, independent Claims 1. 4. and 12 have been amended to recite in their preambles tiiat the claimed 
methods arc for making flangcless seams without a barr^e, n^ember. Suppon for this negative limitation, or 
evclusionaiy proviso, is found in the original disdo^re of the subject appUcation on page 9 at lines 4 through 9 of 
,hc specification, where alternative elements an= positively recited and thus may be explicitiy excluded ,n the 
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claims, in accordance >vith MPEP 2173.05(0, third paragraph. Specifically, this portion of the specificaUon recites 
ll«t. "ttlUe du'rati n of the eleclr magnetic field and/or the electromagnetic field responsive inember(s) 205 may be 
varied such that opposing second projcimal and second distal portions 216 and 2 18 remain unjoined to each other. 
Altemativelv ...a barrier member 300 may be used to prevent the joiiting of the opposing second proximal and 
second distal portions 216 and 218." (Underlining added for emphasis.) 

Cliiim Rejections Under 35 U.S.C. § 103 

In the current Office action, tlte Examiner repeated the rejection of Claims 1 through 5, 7 througli 12. and 17 
tltrough 20 under 35 USC 103(a) as being unpatentable over Johnson et al. (U.S. Patent 5.662.638) in view of 
Koltler (U,S. Patent 2,293.541 issued 22 January 1946) and HeUer et al. (U.S. Patent 3.574,031 issued 6 April 
197i). The Examiner stated that the "current Application is a CIP and the clainis are not suppoited by any of the 
parent applicaUons bemuse the new "electromagnedc field responsive member" language is not found in U>e 
parent applications. Accordingly, the effecUve filing date of the current application is the actual filing date. 10 
December 1999, and Johnson '638 therefore qualifies as prior art " The Examiner then combined the cUed 
references, ostensibly to arrive at the invention claimed in the subject application. 

Applicants' agent respectfidly traverses the rejection and submits that the Examiner has not met the requirements 
for the establishment ot^ prima facie case of obviousness wiUt respect to the pending claims, as amended. 

Rasic Requirements of a Prima F acie Case of Obviousness 

According to MPEP 2143. to establish ^ prima facie case of obviousness, three basic criteria must be met. First, 
.here must be some suggestion or motivation to modify the reference or to combine reference teachings. Second, 
there must be a reasonable expectation of success. Finally, the prior art reference (or references when combined) 
must teach or suggest all the claim limitations. 

t.;,ck of Sugpe-'^iion or Motivatinn to Modifv t h e R e f ere nce or Combine Reference Teaching 
The pending claims of the subject application, as amended, arc directed to making a flangeless seam by joining 
two members ^.hnuf . h.rrier member . On the other hand, as the Examiner stated, "Johnson '638 teaches the use 
of joining means and a barrier raember...in the process of making the flangeless seam". In Cact. the bamer 
member appears in every described embodiment, in every drawing, and in every claim of the cited Johnson al. 
'638 Patent, The purpose of the barrier member is recited at least nine Umes in U,e specificaUon of the Johnson et 
at. -638 Patent, including m column IS at lines 45 through 52, where it is recited that "(tlhc barrier member 205 
prevents the joining means 300 from joining tl« opposing proximal and distal portions 212 and 210. Tl»us. the 
seam 10 may be opened from the connguraUon in which it is seaJed...to a flangeless configuration wherein 
opposing proximal and distal portions 212 and 210 of tlte first member 200 are in a relatively planar configuration 
wiat regard to one another." (It is noted that the line numbers are grossly misplaced in the printed Patent, such 
.hat the quoted text incorrectly appears to fall approximately in lines 43 Uuough 50.) Thus, applicants' agent 
avers that otte of ordinary skill in the art would be led by the Johnson et al. '638 reference to use a bamer member 



DEC-ie-2001 13:00 



PRTENT 



5136263499 P. 05/13 



ApplicaU n No. 09/459.138 

in making the Hangeless seam, just as the Examiner stated. AppUcants' agent further avers that the Johnson et ol. 
'638 reference provides no suggesU n or motivation to omit the barrier member. 

With respect to tlic oiher two references eiled by the Examiner, the Kohler reference discloses methods and 
compositions related to heating and securing components togetlier. but is sUent with respect to a barrier member, 
m particular, since it does not address the opening of a flangcless seam after a sealing step, the Kohler reference 
provides no suggestion or motivation to modify tlie method of the Johnson et al '638 reference to omit the barrier 
member. Likewise, Uic cited HcUer et al. reference is silent with respect to a barrier member and provides no 
suggestion or motivation to modily lite method of the Jolinson ef al. '638 reference to omit the barrier member. 

In summary, applicants' agent respectfiilly submits that none of the cited references provides suggestion or 
motivation to modify or combine references to make Qie invention of the stibjecl applicaUon. In addiUon, a 
concussion of obviousness with respect to the cited references is precluded by the prohibidon of MPEP 2142, 
against impcniiissible hindsight based on applicants' disclosure, and the recitations of MPEP 2143.01, with 
respect to the insufficiency of the mere fact tlvit references could have been combined or modified, or U^at the level 
of skill in the art may have been adequate to combine or modify them. Therefore, applicants' agent respectftilly 
submits that tlie suggestion or motivation to modify the Johnson et al. '638 reference to omit the barrier member is 
lacking. 

Lack of Teacl\ii>g or Sugpestion of A " the Claim LimitaUons 

The Examiner's rejection of claims is based on the Johnson et al. '638 reference anticipating the method of the 
present invention, with U« exception of die joining of elements Qirough the use of an electromagneUc Held 
responsive member. However, applicants' agent respectfully submits Uiat the references cited by the E.«miner. 
whether taken singly or in combination, neither teach nor suggest all of the limitations of the pending claims, as 
amended. 

As described above, the Jolmson et al. '638 reference does not recite a metliod excluding the use of a barrier 
member. Therefore, die Johnson et al. '638 reference does not teach or suggest all the limitations oF the pending 
claims, as amended. Also, the Kohler and Heller et al. references teach nothing regarding a method excluding the 
use of a barrier member and so do not leach or suggest all of the limitations of the pending claims, as amended. 
Thus, none of tlie cited references. >vhen taken alone, teaches or suggests aU the limitations of tl>e pending claims, 
as amended. 

Furthermore, the co.nbinntion of the Jolmson et al. '638 reference and the KoWer and HeUer et al. references by 
one skilled in the art would not yield the present invention, but instead would yield merely a method of making a 
flangeless seam in which a barrier member is used to prevent ihe joining of two elements and electro magnetic 
healing is used f r bonding. Therefore, applicants' agent respectfully submits that the combinaUon of the cited 
references docs not teach or stiggcst all of Uie limitations of the pending claims, as amended. 
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Summatv of Argument 

The prior art references cited by tlie Exattiiner. whetlier taken singly r in combination, neither provide suggestion 
or motivalion to make the invention of the pending claims, as amended, nor teach r suggest all the limitations of 
Ute pending claims, as amended. Therefore, applicants' agent respectluUy submits U^t the Examiner has not met 
U« requiremenU of MPEP § 2U3 for the estabUshraent of a prima facie case of obviousness ^viUl regard to the 

pending claims, as amended. 

Accordingly, applicants' agent respectfully requests that Q.e rejecUon under 35 U.S.C. § 103 be reconsidered and 
withdrawn. 

Request for Admittance of Amendment After Final Action 

Applicants' agent respeelfully requests a« admittance of the amendments and arguments of Uiis response in 
accordance with 37 C.F.R. 1. 116, It is the belief of applicants' agent that these amendments and arguments place 
the pending claims in condition for allowance and are Uiereforc necessary. Applicants' agent did not previously 
present these amendtnents and arguments because it was only upon receipt of the Examiner's written response to 
appUcants' previous arguments, and the addiUonal clarification provided by the Examiner by telephone on 24 
October, tlmt applicants- agent fully understood the Examiner's view of the relationslup of the subject application 
to the Patent granted in the grcat^grandparenl application and now cited by the Examiner as prior art. 
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jMMARY OF THIS RESPONSE 
A typograplucal error in the specification has been corrected. Independent Clmins L 4, and 12 have been 
ajnendcd to exclude a barrier member from the claimed methods. The rejecdon of claims under 35 U.S.C. § 103 
has been traversed and argued- Claim 13 has been amended to delete an unnecessary step. No new matter has 
been iiddcd by litis response. 

m light of the above amendmenU and remarks, appUcanis' agcm requests that tlie E^caininer reconsider and 
withdraw Uie outstanding rejccdons and allow Qie pending claims. 

Issuance of a Motice of Allowance at an early dale is respectfully requested. 



£ November 2001 
Tlie Procter & Gamble Company 
Sharon Woods Teclinical Center 
1 1450 Grooms Road 
Cincinnati, OH 45242 



Respectfully submitted, 

FOR: LARRY K. JOHNSON ETAL. 

By: ^\i(iiAnoLi>. UaijJi^ 
Michael P. Hayden 
Agent for Applicants 
Registration No, 48,433 
(513)626-5800 
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PFPT-ArRMEhTT PARAGRAPH MARKED TIP TO SHOW CHANGES 
SUBMITTED IN ACCORDANCE WITH 37 CFR l.l2l(b)(l)(iii) 
IN RESPONSE TO OFFICE ACTION OF 6 SEPTEMBER 200 1 

IN THE SPECIFICATION 

Please delete and replace Uie paragraph beginning on page 13 at line g with the following rewritten paragraph: 

Tlie means by which the electromagneUc field responsive member 205 may be provided, as well tl»e 
timing and location for providing Uie electromagneUc field responsive member 205 will be dependent on the exact 
electromagnetic field responsive member 205 chosen. However, once a particular electromagnetic field responsive 
member 205 has been chosen, the elecUomagnctic field responsive member 205 may be provided by any suitable 
means known in the art. For instance, if an electromagneUc field responsive member 205 comprising bismuth 
powder is cliosen, one preferred means for providing the [baiiierl rWiromapnetic field responsive member 205 is 
spraying the bismuth powder composiUon onto at least a portion of the first member 200. If a polymer, or polymer 
blend electromagneUc field responsive member 205 is chosen, for example. Uie member 205 may be provided to 
the seam area of the first or second by a number of standard hot melt or liquid dispersion technologies such as 
spiral, bead, curtain coat, meltblown, uniform fiber deposiUon, screen coaUng, gravure and other similar 
applicaUon techniques. If the electromagnetic field responsive member 205 is a metallic foil, the foil may be cut 
and sUpped into place in the seam region 250 at any point in the process before the seam is made. The 
electromagnetic field responsive member 205 may be removed from the seam area 250 once the seam 10 is made 
or may remain as pan of Uw fmishcd seam 10. 
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AMENDED CLAIMS \4ARKED UP TO SHOW CHANGES 
SUBMITTED IN ACCORDANCE WITH 37 CFR I . I21(c)(l)(ii) 
IN RESPONSE TO OFFICE ACTION OF 6 SEPTEMBER 2001 

CLAIMS 

1. (Twice Amended) A method of making a nangeless scam by joining two members of a disposable article 
without a barrier member, the method comprising the steps of: 
providing a first member of the disposable article; 

folding the; first member of the disposable article providing opposing first proximal and first distal port ions of 
the first member; 

providing an eloctrontagnetic field responsive member adjacent at least a portion of the first member; 
providing a second member of the disposable article juxtaposed ar least a ponion of tlie first member to fonn 
a laminate including the first member, ilie second member and tiie electromagnetic field responsive member; 
and 

applying an electromagnetic field across at least a portion of the laminate to heat die electroniagneiic field 
responsive member to a temperature which joins at least a portion of the first member and at least a portion of 
tlie second member. 

4. (Twice Amended) A method of making a flangcless seam by joining two members of a disposable article 
wirhout a barrier member, the metiiod comprising the steps of: 
providing a first member of the disposable article; 

folding the first member of the disposable article providing opposing first proximal and first distal portions of 
the first member; 

providing an electromagnetic field responsive member disposed at least partially between the opposing first 
proximal and first distal portions of the first member; 

providing a second member of tlie disposable article in a folded configiintti on juxtaposed at least a portion of 
tlie first member to fonu a laminate including Ute first member, the second member, and the electromagnetic 
field responsive member, and 

applying an electromagnetic field across at least a portion of the laminate to heat the electromagnetic field 
responsive member to a temperature which joins at least a portion of the first member and at least a portion of 
the second member. 

\2. (Amended) A method of making a flangeless seam by joining two members of a disposable article without a 
barrier member , the method comprising tlie steps of: 
providing a first member of tlie disposable article; 

folding the first member of the dispos<ailc article providing opposing first proximal and first distal portions of 
tlie first memben 

providing a heat activaUblc adhesive adjacent at least a portion of the first distal portion; 
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'providing an electromagnetic field responsive member adjacent at least a portion of the first distal ponion: 
providing a second member of the disposable ardcle juxtaposed at least a ponion of Uie first member to form 
a laminate including Ute first member, the second member. Uie heai acUvatablc adhesive and ihe 
electromagnetic field responsive member; and 

applying an elceiromagnelic field across at least a ponion of tlie laminate to heat Uie electromagnetic field 
responsive member to a temperature which activates tlie heat activatable adhesive such tliat the adhesive joins 
at least a portion of the first member and at least a portion of the second member 

13. (Twice Amended) A mcUmd of making a flangcless seam by joining two members of a disposable article, the 
method comprising the steps of: 
providing a first member of tlie disposable article; 

providing an electromagnetic field responsive member adjacent at least a portion of the first member; 
folding the first member of tlie disposable anicle about the electromagnetic field responsive member 
providing opposing first proximal and first distal portions of the first member, the electromagnetic field 
responsive member being disposed at least partially between the opposing first proximal and first distal 
portions; 

providing a second member of Uie disposable article in a folded configuration liaving opposing second 
proximal and second distal portions, at least a portion of the second distal portion being juxtaposed at least a 
portion of the first member to form a laminate including the first member, the second member and the 
eleclromagnetic field responsive member; 

applying an electromagnetic field across at least a portion of the laminate to heat ihc electromagnetic field 
responsive member to a temperature which joins at least a portion of the first distal portion, the second distal 
portion and the second proximal portion, the elcctromagncUc field responsive member preventing the joimng 
of the first proximal portion ^viQi the first distal portion; and 

pulling apart the first proximal portion and the first distal portion to form the fiangeless seaiiv 
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providing an elect romagne.ic Held responsive member adjacent at least a portion of the first distal portion', 
providing a second member of the disposable article jaxtaposed at least a p rtion of tine first member to form 
a laminate including U.e first member, the second member, the l«at activatable adhesive and the 
electrotnagneUc field responsive member; and 

applying at, electromagnetic field across at least a portion of the laminate to heat the electromagnetic f.cld 
responsive member to a temperature which activates the heat activatable adhesive such that the adl^sive joms 
at least a portion of the first member and at least a portion of the second member. 

13. Crwiee Amended) A method of making a flangeless seam by joining t>vo members of a disposable article, the 
metliod comprising the steps of: 
providing a first member of the disposable article; 

providing an electromagnetic field responsive member adjacent at least a portion of the first member; 
foldin. tlte first member of the disposable article about Ute electromagnetic field responsive member 
providing opposing first pro.ximal and first distal portions of the first member, the elcciromagnet.c t.e.a 
responsive member being disposed at least partially between U.e opposing first proximal and first d.s.al 
portions; 

providing a second member of the disposable article in a folded configuration having opposmg second 
pro.ximal and second disul portions, at least a portion of the second distal portion being juxtaposed at .cast a 
portion of the first member to form a laminate including the first member, the second member and the 
electromagnetic field responsive member; 

applying an eleclromagnetic field across at least a portion of the laminate to heat Ute electromagnetic field 
responsive member to a temperature which joins at least a portion of the first distal portion, the second d.stal 
portion and the second proximal portion, the electromagnetic field responsive member preventing the jom.ng 
of Uie first proximal portion with the first distal portion; 
[removing the eleclromagnetic field responsive member;! and 

pulling npan the first proximal portion and the first distal portion to form Uie flangeless seam. 
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